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INTEN-GOVERINENTAL CONFEREICE - Brussels,5th January 1971
#OR THs 82 TTING UP OF 4 ZUROPEAI SYSTEM

»} fay
TOR THE GRANT OF DATELTS BR/GT 1/51/T1

- Secretariat -

WORKING DOCUMENT
PRESENTED BY THE INTERNATIONAL PATENT INSTITUTE

The Sub-Ccmmittee set up to draft the implementing
regulations invited the Internationel Patent Institute to
propose & text by meens of which the part of the invention to
be seerched may be determined, in case the applicant, in spite

[

of lack of unity orf the 1rveru10n, should not have responded to

the invitation made under Article 79 paragraph 5 of the
preliminary draft.

Trne text proposed is as follows :

e, Article 7S

Ho.

Restriction of the search revort to z part of the invention in

the spplication for a Luropean Patent

If, in case of lack of unity of the invention, the
applicant does not respond in due +time to the invitation
provided for in Article 79, paragraph 5 of the Convention,
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the International Patent Institute establishes the report bn
the state of the art on that part of the application relating
to the invention or plurality of inveﬁtions forming a single
general inventive concept and occurring first in the claims.

The proposed provision allows for two possibilities.

Accordirng to the firs+t possibility, the lack of unity of
the invention is apparent before eny search is made. In this
case, the search of the state of the art will be extended to
the general inventive concept occurring first in the claims,
except when the applicetion has been limited to a single
invention, or when the =dditional tax has been paid.

According to the second possibility, the lack of unity of
the invention is only revealed after searching on the state of
‘the art. Such would be the case, for exemple, when the
applicetion contains claims relative to @

1. & product,
2. a2 process for the manufacture of that product,
3. the use of that product.

_According to this provision, if in such a case, the
search were to reveal that the product is knowm, it would be
continued in respect of the process if the claim or claims
relative thereto occurred before those relative to the use of
the procuct. ' ' ' |

The second possibility is not mentioned explicitly in this
provision. Hevertheless, it appears that any provision
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:

-3 -

dealing explicitly with this possibility would be extremely
Gifficult to céroft, especially beczuse it would acknowledge the
competence of the International Patent Institute to express
en opinion zbout the novelty of part of the application. It
would seem advisable therefore to settle the details of this
guestion in the working agreement that is to be concluded
between the ZEuropecn Patent Office and the Internationzl
Patent Institute.

The International Patent Institute takes the opportunity
of dreawing the attention of the Sub-Committee to the fact
that Article 7S of the Convention Goes not deal with the
guestions as to which authority is competent for appreciating

he lack of unity of the invention at this stage of the
procecure, nor as to the consequences of differences of views
between the International Patent Institute and the Turopean
Potent Office on this specific point. It should be remarked
that according to Article 17, parsgreph 3a of PCT, the
searching Authority is the only competent Authority in this
mztter. |

The Sub-Committee will have to decide as to whether this
question should become a provision of the implementing regu-
lations or whether it would be preferable to solve it in the
agreement to be concluded between the Zuropean Patent Office
nd the Intermational Patent Institute.
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