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'iIORKn~G DOCllirffiNT
P?ESElTTED BY THE INTERNATIONAL PATENT INSTITUTE

The Sub-Committee set up to draft the implementing
reg~l~tions invited the Internation21 Patent Institute to
propose a text by meens of which the part of the invention to
be searched may be determined, in case the applica~t, in spite
of lack of unity of the invention, should not have responded to
the invitation made under Article 79 paragraph 5.of the
preli~inary draft.

T~e text proposed is as follows

}le.Article 79

Ho.

Restriction of the search re~ort to a ~art of the invention in
the application for a Europe~~ Patent.

If, in case of lack of unity of the invention, the
a~plicrolt does not respond in due time to the invitation
provided for in Article 79, paragraph 5 of the Convention,
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,

the International Patent Institute establishes the report on
the state of the art on that part of the application relating
to the invention or plurality of inventions forming a single
general inventive concept ~~d occurring first in the claims.

The proposed provision allows for two possibilities.

According to the first possibility, the lack of uni t;;rof
the invention is apparent before any search is made. In this
case, the SG~ch of the state of the art will be extended to
the general inventive concept occurring first in the claims,
except 'when the applic2.tion 112.sbeen limited. to a single
invention, or v~len the additional tax has been paid.

'"

According to the seco~d possibility, the lack of unity of
the invention is only revealed after searching on the state of
the art. Such would be the case, for ex~ple, when the
application contains claims relative to :

1. a product,
2. a process for the manufacture of that product,
3. the use of that product.

,According to this provision, if in such a case, the
search, were ,to reveal that the product is }:nOY~l,it would be
continued in respect of the process if the claim or claims
relative thereto occurred before those relative to the use of
the product.

The second possibility is not ment~oned explicitly in' this
provision. Hevertheless, it appears that C-l1Y provision

(
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Qe~ing explicitly with this possibility would be extremely
difficult to dr~ft, especi2lly bec~use it would acknowledge the
competence of the International Patent Institute to express
an opinion ~bout the novelty of part of the applic2tion. It
would seem advisable therefore to settle the details of this
question in the working agreement that is to be concluded
between the Buropeen Patent Office and the International
Patent Institute.

The International Patent Institute t~res the opport~~ity
of drawing the attention of the Sub-Committee to the fact
that Article 79 of the Convention does not deal with the

( questions ~s to nhich authority is competent for apprecicting
tl1elack of unity of the invention at this stage of the
proce~ure, nor~s to the consequences of differences of views
between the Internation~ Patent Institute and the ~urope~~
Patent Office on this specific point. It should be remarked
that according to P~ticle 17, par~Graph 3a of PCT, the
searching Authority is the o~~y cocpe~ent Authority in this
matter.

The Sub-Committee will have to cecide as to whether this
question should become a provision of the implementing regu-
lations or whether it would be preferable to solve it in the
agreement to be concluded betTIeen the European Patent Office
2~d the International Patent Institute.
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